Appln.No. 09/817.439 

Response to Office Action mailed November 22. 2005 

REMARKS/ARGUMENTS 

The Office Action of November 22, 2005, has been reviewed, and in view of the 
foregoing amendments and following remarks, reconsideration and allowance of all of the claims 
pending in the application are respectfully requested. Claims 1-44 remain pending. 
Power of Attorney 

This patent application was accorded Rule 1.47(b) status on September 3, 2002. Per this 
Decision, the instant application is recognized as being filed by J.P. Morgan Chase Co. as the 
party in interest. A revocation and new appointment of power of attorney will be filed in due 
course. 
Drawings 

FIG. 18 is objected to because the drawings list 1808 as "Assets (accounts receivables)" 
and 1810 as "Assets (accounts receivables)." For consistency, page 8, line 3 - 22 of the 
specification has been amended to clarify elements 1808 and 1810 as being "assets." No new 
matter has been added. 
Claim Rejections under 35 U.S.C. $ 1 12 

Claims 1-44 are currently rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. Specifically, the Office Action alleges that it is 
"unclear to the examiner how 'calculating the liquidity requirement' is accomplished." The 
Office Action further states that "the necessary formula and a clear simple example of these 
calculations in full needs to be provided in the specification." (page 3, Office Action mailed 
1 1/22/05). Applicants respectfully disagree. Any analysis of whether a particular claim is 
supported by the disclosure in an application requires a determination of whether that disclosure, 
when filed, contained sufficient information regarding the subject matter of the claims as to 
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enable one skilled in the pertinent art to make and use the claimed invention. There is no 
affirmative requirement that Applicants must provide a formula, as suggested by the Office 
Action. 

The limitation of claim 1 recites "calculating a liquidity requirement for the commitments 
that is less than the full liquidity requirement for the commitments using at least the ratings and 
probabilities of rating changes" where the ratings of assets backing the commitments are 
determined and probabilities of rating changes of the assets are determined. The specification at 
page 11, line 3 - page 12, line 12 describes an exemplary scenario involving ratings and 
probabilities of ratings changes. This exemplary scenario includes examples such as a rating 
transition matrix described in detail along with formulas and calculations. Another exemplary 
embodiment is described at page 25, line 6-page 29, line 14. It is believed that the claimed 
subject matter is described in the specification in such a way as to enable one skilled in the art to 
which it pertains to make and/or use the invention. 

The Office Action alleges that claim 8 is unclear because the examiner does not 
understand "what characteristics of the assets" are to be used and how they are "considered." 
Claim 8 which is dependent on claim 1 further recites "wherein the probabilities of rating 
changes considers characteristics of the assets." An exemplary method is described on page 1 1 , 
line 3 - page 14, line 19. See also page 9, line 21-page 10, line 3 and page 12, line 20 - page 13, 
line 3. 

The Office Action states that the Examiner is unclear as to how claim 9 differs from 
claim 1. Claim 1 recites "at least one financial institution" and claim 9 specifies "a plurality of 
banks." Claim 1 recites "less than the full liquidity requirements" and claim 9 specifies that the 
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liquidity requirements are allocated among the plurality of banks. Applicants believe that the 
limitations of claim 9 further define the limitations of claim 1 . 

The Office Action states that it remains unclear to the examiner how "less than full 
liquidity is calculated" as recited in claims 15-17, 39-44. Claim 15 further specifies that 'less 
than full liquidity is determined by ratings of the assets backing the portfolio and probabilities 
of rating changes of the assets backing the portfolio." The example provided at page 25, line 6 
- page 29, line 14 describe this claim limitation in detail. The specification at page 28, line 15 to 
page 29, line 7 provides an exemplary explanation for determining a percentage, e.g., less than 
full, liquidity. 

The Office Action alleges that "it is unclear how monte-carlo technique is used." The 
specification, at page 20, lines 1-8, explains that in using the Monte-Carlo approach, "a normally 
distributed random variable represents the entity's asset returns over each period" and "the 
invention assumes that there are asset values that correspond to different credit ratings at each 
point in time." Using the explanation provided by the specification and the assumption, the 
specification proceeds to provide an exemplary embodiment of the present invention, see page 
26, line 6 - page 29, line 7. 

As for the remaining claims, Applicants respectfully submit that the specification as a 
whole, including exemplary applications, formulas, definitions and figures, describe the claimed 
inventions in a manner that enables one of ordinary skill in the art to make and use the invention. 
Applicants request additional information as to what elements in claims 10, 23-25, 27, 33-34 
need further clarification, as the burden is on the Office Action to establish a reasonable basis to 
question the enablement provided for the claimed invention. In re Wright, 999 F.2d 1557, 1562, 
27 USPQ2d 1510, 1513 (Fed. Cir. 1993) (examiner must provide a reasonable explanation as to 
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why the scope of protection provided by a claim is not adequately enabled by the disclosure). A 
specification disclosure which contains a teaching of the manner and process of making and 
using an invention in terms which correspond in scope to those used in describing and defining 
the subject matter sought to be patented must be taken as being in compliance with the 
enablement requirement of 35 USC 112, first paragraph, unless there is a reason to doubt the 
objective truth of the statements contained therein which must be relied on for enabling support. 

As stated by the court, "it is incumbent upon the Patent Office, whenever a rejection on 
this basis is made, to explain why it doubts the truth or accuracy of any statement in a supporting 
disclosure and to back up assertions of its own with acceptable evidence or reasoning which is 
inconsistent with the contested statement. Otherwise, there would be no need for the applicant to 
go to the trouble and expense of supporting his presumptively accurate disclosure." In re 
Marzocchi, 439 F.2d 220, 224, 169 USPQ 367, 370 (CCPA 1971 ). 

Claim Rejections under 35 U.S.C. S 103(a) 

Claims 1-44 are currently rejected under 35 U.S.C. § 103(a) as being allegedly 
unpatentable over U.S. Patent No. 6,073,104 to Field ("Field") in view of "The Measure of 
Liquidity," Journal of Accounting Research, vol. 20, no. 2, part I to Emery et al ("Emery")- 

Field appears to be directed to a system for invoice record management and asset-backed 
commercial paper management. The Field system is a management system for generating 
accounting detail (Field, Abstract). However, the management system of Field fails to determine 
a reduced liquidity level with an assurance that the reduced level can reliably satisfy any 
liquidity needs where the reduced liquidity funding level is a percentage of and is less than the 
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full liquidity requirement of the issuers, see paragraph [0046]. None of this information is 
considered in Field to determine the reduced liquidity level, as recited by the claimed inventions. 

Emery appears to provide a general disclosure directed to liquidity measurement for 
credit evaluations and empirical research in accounting. The purpose of the Emery reference is 
to provide liquidity measures that are not subject to limitations (page 290). Emery provides no 
teaching related to any determination of a reduced liquidity as recited by the claimed inventions. 

The Office Action admits the major deficiencies of Field. More specifically, the Office 
Action admits that Field does not disclose using the collected data to "calculate liquidity." (see 
page 5, Office Action mailed 11/22/05). However, the Office Action fails to further 
acknowledge that Field does not disclose "calculating a liquidity requirement ... that is less than 
the full liquidity requirement for the commitments," as recited by the claims. 

Based on these disclosures, the Office Action summarily concludes that it would have 
been obvious to combine the disclosures of Field and Emery "to decrease the risk of their 
investments and allow them to potentially minimize the guarantee or collateral necessary." See 
page 5, Office Action mailed 1 1/22/05. The Office Action has failed to provide a proper 
statement of motivation for combining these two disparate references and has improperly ignored 
claim limitations. Further, the alleged statement of motivation is based on improper hindsight. 
More specifically, the Office Action has failed to identify where in Emery such a teaching for 
decreasing the risk of investments is provided and how that this alleged teaching would even 
apply in Field's management system that generates accounting detail. 

The Office Action has failed to set forth a prima facie case of obviousness for the 
independent claims. Specifically, when a primary reference is missing elements, the law of 
obviousness requires that the Office set forth some motivation why one of ordinary skill in the 
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art would have been motivated to modify the primary reference in the exact manner proposed. 
Ruiz v. A.B. Chance Co., 234 F.3d 654, 664 (Fed. Cir. 2000). In other words, there must be some 
recognition that the primary reference has a problem and that the proposed modification will 
solve that exact problem. All of this motivation must come from the teachings of the prior art to 
avoid impermissible hindsight looking back at the time of the invention. 

In the present case, the Office Action's justification for combining Field and Emery has 
absolutely nothing to do with the deficiencies of Field. As admitted by the Office Action, Field 
fails to show at least calculating liquidity and further "calculating a liquidity requirement .. that 
is less than the full liquidity requirement for the commitments." To properly modify Field to 
correct for these major deficiencies, the Office Action has the burden to show some motivation 
why providing those elements would have overcome some perceived problem with Field, which 
is directed to invoice record management. Any such motivation is completely lacking. Even if 
the combination of Field and Emery could be modified as suggested by the Office Action, the 
resulting combination would nevertheless fail to show each and every limitation claimed by 
Applicants. 

The mere fact that Field and Emery can be somehow combined and modified does not 
render the resultant modification obvious unless there is a suggestion or motivation found 
somewhere in the prior art regarding the desirability of the combination or modification. See 
M.P.E.P § 2143.01; see also In re Mills, 16 U.S.P.Q.2d 1430, 1432 (Fed. Cir. 1990); In re Fritz, 
23 U.S.P.Q.2d 1780 ( Fed. Cir. 1992). In addition, the teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in the prior 
art, not in Applicants' disclosure. In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 
1991). 
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As the remaining dependent claims encompass the limitations of independent claims, 
these claims should be allowed for at least the reasons stated above. 
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CONCLUSION 

In view of the fotegping amendments and argument's, if is respectfully subm.iit.ed ihat ibis 
.;ii;-iu-a*\si n :\<s\\ m a mlv.ois to; . Hewm v 1^*!k Exarauict heheves thai piv^c-'ution and 
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telephonic, the Examiner is invited to telephone the undersigned with any suggestions leading to 
the favorable disposition of the appl ication. 

it is believed that no fees are due tor filing this Response, However, the Director is 
hereby authorized to «reat any current or future reply; requiring a petition for an extension of 
time for its timely submission as incorporating a petition for extension of time for the appropriate 
length of time. Applicants also authorize fee Director to charge all required fees, fees under 37 
C. F.R. .§1,17, or ail required extension of time fees, to the undersigned's. Deposit. Account Ho. 
50-0206. 
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